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Claims 1-9 stand rejected in the outstanding Official Action. Applicants have cancelled 
without prejudice claim 8 and incorporated the subject matter of claim 8 into claim 1 . 
Accordingly, claims 1-7 and 9 are the only claims remaining in the application. 

The Examiner's indication of PTO acceptance with respect to the originally filed fonnal 
drawings is very much appreciated. 

Claims 1-3, 7 and 9 stand rejected under 35 USC §102 as being anticipated by Gray (U.S. 
Patent 3,984,673). Applicants have cancelled claim 8 and added the limitations of claim 8 to 
claim L Asa result, both independent claims 1 and 9 recite a "light cover" where the light cover 
includes ,f a reflective element angled with respect to the light cover for reflecting a portion of 
said emitted infrared radiation away from said light cover and substantially away from said light 
source." (Claim 1, with similar language in claim 9). 

The Gray reference, which comprises a high intensity "cold light" for illuminating a 
hyperbaric chamber, has no relation to an aircraft exterior light cover covering a source emitting 
infrared radiation. Thus, Applicants 1 independent claim 1 and claims 2-7 dependent thereon are 
all limited to an aircraft exterior light cover and an aircraft application. Gray has nothing to do 
with an aircraft application. In view of the above amendments, it is submitted that claims 1-7 
and 9 clearly distinguish over the light disclosed in the Gray patent and any further rejections 
thereunder are respectfully traversed. 

Inasmuch as the subject matter of claim 8 has been incorporated into amended claim 1, 
Applicants will address the obviousness rejection of claim 8. Former claim 8 stands rejected 
under 35 USC §103 as unpatentable over Gray in vew of Carlson. The Examiner admits that 
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"Gray fails to disclose the cover as comprising an aircraft exterior light cover" and this admission 



is appreciated. 



While the Examiner contends Carlson discloses a lighting system which diverts 



or 



suppresses infrared radiation away from the lights to avoid detection by conventional weapons 
systems, the Examiner has provided no "reason" or "motivation" for combining the Gray and 
Carlson references. The Court of Appeals for the Federal Circuit has consistently held that it is 
incumbent upon the Examiner to establish some "reason" or "motivation" for combining 
references. Merely making the conclusory statement that it would be obvious to combine the 
references is not a sufficient "reason" or "motivation" in order to avoid the charge of hindsight 
reasoning. 



In the present instance, there is simply nothing suggesting that it would not be non- 
obvious to combine these two references and therefore any further obviousness rejection on 
amended claim 1 (which incorporates the subject matter of claim 8) is respectfully traversed. 

Entry nf thp Amendm ent Under Rule 116 

Applicants respectfully request entry of the above amendments pursuant to the provisions 
of 37 CFR §1.1 16, as Applicants are merely adding to claim 1 the subject matter of claim 8 and 
canceling claim 8. No new issue is raised by this amendment, as claim 8 (previously dependent 
on claim 1) has been previously considered and rejected by the Examiner. Applicants believe the 
combination of claims 1 and 8 to contain patentable subject matter and is prepared to consider 
pursuing this with the Board of Patent Appeals and Interferences. Thus, entry of this amendment 
does not create any new issue requiring further consideration and/or search. 
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Obviously, claim 8 has been cancelled, thereby reducing the number of claims on appeal. 
Additionally, no new matter has been added and no new claims offered for consideration. The 
above amendment is believed to place the application in condition for allowance and, in any 
event, will reduce the issues on appeal and limit them only to the patentability of amended 
claim 1 (now including the limitations of former claim 8) and claims dependent thereon. 

In accordance wim 37 CFR 1.116, entry of the above amendment is believed appropriate 
and notice to that effect is respectfully requested. 

Should the Examiner be of the opinion that a brief telephone or personal interview will 
facilitate allowance of one or more of the above claims, he is respectfully requested to contact 
Applicants' undersigned representative. 



Respectfully submitted, 




SCSrkmm 

901 North Glebe Road, 1 1th Floor 
Arlington, VA 22203-1808 
Telephone: (703) 816-4000 
Facsimile: (703)816-4100 
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